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DETAILED ACTION 
Double Patenting 

1. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to 
prevent the unjustified or improper timewise extension of the "right to exclude" 
granted by a patent and to prevent possible harassment by multiple assignees. See In 
re Goodman, 11 F. 3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F. 2d 887, 
225 USPQ 645 (Fed. Cir. 1985) ; In re Van Ornum, 686 F. 2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F. 2d 438, 164 USPQ 619 (CCPA 1970); and, In re Thorington, 418 
F. 2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be 
commonly owned with this application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

2. Claims 1-3, and 14-15 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 10-12 
of copending Application No. 10/009,394. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because components (al), 
(a2) and (a3)-(a7) recited in claim 1 of the instant application can the same (al)- 
(a7) components of 10/009,394. Component (al) of the instantly claimed invention 
comprises at least two functional groups that crosslink under actinic radiation with 
an optional thermally crosslinkable functional group, which are the same in 
10/009,394, wherein both applications claim said actinic crosslinkable groups can be 
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either ethylenically unsaturated groups or epoxide groups, preferably urethane (meth) 
aery late compounds— see claims 1-3, and 15 (instant application) and claims 11-12 
(10/009,934). Component (a2) comprises two radiation crosslinkable functional groups 
and a thermally crosslinkable functional group reactive with functional group (al2) 
of (al), which are the same in both applications, wherein (a2) can be a member 
selected from a (meth) acrylate-functional (meth) acrylate copolymer containing free 
isocyanate groups, a (meth) acrylate-functional polyisocyante— see claims 1, 3, and 
14 of the instant application and claims 10 and 12 of 10/009,934. It would have been 
obvious at the time of the instant invention to provide a composition comprising 
components (al)-(a7) as set forth in the instant invention from the corresponding 
composition as set forth by 10/009, 934. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U. S. C. 102 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

4. Claims 1-4, 6-7, and 9-16 are rejected under 35 U. S. C. 102(b) as being 
anticipated by DE 99 141 (translation provided by applicant). 

DE '141 teaches thermally and actinic curable compositions useful for coating 
plastic substrates, in addition to SMC and BMC substrates. Said compositions 
comprises (al) at least one component (al) with (all) at least two functional groups 
curable by actinic radiation and, optionally, (al2) at least one functional groups 
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curable/crosslinkable by thermal energy with a functional groups (a22) in component 
(a2) ; and ((a2) at least one component (a2) having (a21) at least two functional 
groups crosslinkable by actinic radiation and, optionally, (a22) at least one 
functional group that can enter into thermal crosslinking reactions with a functional 
group (al2) in component (al) ; (a3) a photoinitiator ; (a4) a thermal crosslinking 
initiator; (a5) at least one reactive diluent curable by actinic radiation and/or is 
thermally curable; (a6) at least one coating additive; and/or (a7) at least one 
thermally curable component, wherein the coating composition is comprised of at least 
one thermally curable component (a7) if component (al) does not have functional group 
(al2). Components (al) - (a7) of DE '141 corresponds to components (al) - (a7) of 
the instant application, wherein DE '141 teaches the same trademarked materials as 
disclosed by the instantly claimed invention. Therefore claim 1 is anticipated. 
Suitable compounds for (al) can be found on pages 10 and 12, wherein urethane 
methacrylate and phosphazene acrylates are taught making (all) acrylate and/or 
methacrylate groups and, if present (al2) are preferably hydroxyl groups. This 
anticipates claims 2~3, 13, and 15 of the instant application. Suitable compounds 
for (a2) are found on pages 12-13, wherein it is preferable for said compound to have 
at least three radiation curable functional groups (a21) and at least three thermally 
crosslinkable groups (a22) , such as isocyanate groups. This anticipates claims 3 and 
14 of the instant application. (A3) and (a4) can be found on pages 13-14. Suitable 
compounds for (a5) are oligomeric polyol that can be found on pages 14-16, wherein 
said polyester polyols and oligomeric polyols are taught. Said coating additives 
(a6) can be found on pages 17-18. Suitable components for (a7) can be found on pages 
18-24, wherein polyesters, epoxide resins and acrylate polymers are taught. In 
addition, it is taught that component (a7) can be thermal crosslinkers. Per example, 
DE '141 teaches combining a urethane acrylate with no free hydroxyl groups, a 
polyester polyol (Desmophen), a photoinitiator, customary coating additives, and an 
acrylate having free isocyanate and acrylate groups, wherein the urethane acrylate 
anticipates instantly claimed (al) without functional groups (al2), the polyester 
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polyol anticipates (a7), and the acrylate having free isocyanate groups anticipates 
instantly claimed (a2), which in turn anticipates claim 16 of the instant 
application. Said coating composition can be used as a primer coating applied in one 
or more layers or said coating can be used as a clear coating applied in one or more 
layer, wherein both once applied can be cured by subjecting to a radiation step 
followed by a thermal curing step— see pages 25-26. This anticipates claims 4, 6, 
11, wherein claims 6 and 11 are anticipated when more than one coating composition is 
applied to said substrates. In addition, DE '141 teaches methods of sealing SMC and 
BMC parts along with substrates, such as plastics, plastics employed in motor vehicle 
manufacture, substrate for furniture and industrial coatings, such as coils and 
containers — see page 6 and 25, wherein at least one of the above substrates are 
deemed to be microporous. Thus anticipating claims 6, 9-10 and 12. Said coating 
compositions once cured are free from microbubbling and blistering such that the 
surfaces are smooth and defect-free. This anticipates claim 6. The invention of 
claims 1-4 and 6-16 are deemed to be anticipated by the DE '141. 

5. Claims 1-4, 6-7, and 9-16 are rejected under 35 U. S. C. 102(b) as being 
anticipated by DE 199 20 799 Al. 

DE '799 teaches coating and sealing microporous surfaces, such as plastics, 
automotive parts, fiber re-enforced plastics, SMC s and BMC' s, with coating 
compositions curable both thermally and by radiation. Said coating compositions 
comprise (al) at least one compound, such as a urethane acrylate, having (all) at 
least two functional groups crosslinkable by radiation, such as acrylates and, 
optionally, at least one functional group that undergoes thermal crosslinking with 
functional groups (a22), such as hydroxyl groups; (a2) at least one compound, such as 
an isocyanate acrylate, having (a21) at least two functional groups, such as 
acrylates, for radiation crosslinking and (a22) at least one functional groups, such 
as isocyanates, that undergo thermal crosslinking with functional groups (al2) in 
(al) ; (a3) at least one photoinitiator ; (a4) at least one thermal crosslinking 
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initiator; (a5) at least one reactive diluent curable thermally and/or by radiation; 
(a6) at least one coating additive; and/or (a7) at least one thermally curable 
component, such that (a7) is present if (al) has no functional groups (al2). 
Components (al)- (a7) of DE '799 correspond to components (al) - (a7) of the 
instant application, therefore claims 1-3, and 13-16 are anticipated by DE' 799. 
DE' 799 teaches that said coatings can be applied to a substrate and cured using both 
radiation and thermal energy. This anticipates claims 4, 7, 9, and 12. In addition, 
DE '799 teaches that said coating/sealing compositions could be used as multi- 
layered coating compositions that may or may not be applied in a wet-on-wet 
application, which once cured provide for non-blistering, non-microbubbling, smooth 
scratch resistant coating once cured. This anticipates claims 6 and 10-11. 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sanza L McClendon whose telephone number is (571) 272- 
1074. The examiner can normally be reached on Monday through Friday 7:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner' s supervisor, James Seidleck can be reached on (571) 272-1078. The fax 
phone number for the organization where this application or proceeding is assigned is 
703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Application/Control Number: 10/018,106 
Art Unit: 1711 



Page 7 



Sanza L McClendon 

Examiner 

Art Unit 1711 



SMc 




Technology c ^r. 



